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they have been entered, the proposed
amendments will not be effective until
the reexamination certificate is issued.

(5) The form of amendments other
than to the patent drawings must be in
accordance with the following require-
ments. All amendments must be in the
English language and must be legibly
written either by a typewriter or me-
chanical printer in at least 11 point
type in permanent dark ink or its
equivalent in portrait orientation on
flexible, strong, smooth, non-shiny, du-
rable, white paper. All amendments
must be presented in a form having suf-
ficient clarity and contrast between
the paper and the writing thereon to
permit the direct reproduction of read-
ily legible copies in any number by use
of photographic, electrostatic, photo-
offset, and microfilming processes and
electronic reproduction by use of dig-
ital imaging or optical character rec-
ognition. If the amendments are not of
the required quality, substitute type-
written or mechanically printed papers
of suitable quality will be required.
The papers, including the drawings,
must have each page plainly written on
only one side of a sheet of paper. The
sheets of paper must be the same size
and either 21.0 cm. by 29.7 cm. (DIN size
A4) or 21.6 cm. by 27.9 cm. (81⁄2 by 11
inches). Each sheet must include a top
margin of at least 2.0 cm. (3⁄4 inch), a
left side margin of at least 2.5 cm. (1
inch), a right side margin of at least 2.0
cm. (3⁄4 inch), and a bottom margin of
at least 2.0 cm. (3⁄4 inch), and no holes
should be made in the sheets as sub-
mitted. The lines must be double
spaced, or one and one-half spaced. The
pages must be numbered consecutively,
starting with 1, the numbers being cen-
trally located, preferably below the
text, or above the text.

(6) Drawings. (i) The original patent
drawing sheets may not be altered.
Any proposed change to the patent
drawings must be by way of a new
sheet of drawings with the amended
figures identified as ‘‘amended’’ and
with added figures identified as ‘‘new’’
for each sheet change submitted in
compliance with § 1.84.

(ii) Where a change to the drawings is
desired, a sketch in permanent ink
showing proposed changes in red, to be-
come part of the record, must be filed

for approval by the examiner and
should be in a separate paper.

(7) The disclosure must be amended,
when required by the Office, to correct
inaccuracies of description and defini-
tion and to secure substantial cor-
respondence between the claims, the
remainder of the specification, and the
drawings.

(8) All amendments to the patent
must be made relative to the patent
specification, including the claims, and
drawings, which is in effect as of the
date of filing of the request for reexam-
ination.

[46 FR 29185, May 29, 1981, as amended at 62
FR 53200, Oct. 10, 1997]

§ 1.535 Reply by requester.
A reply to the patent owner’s state-

ment under § 1.530 may be filed by the
reexamination requester within two
months from the date of service of the
patent owner’s statement. Any reply
by the requester must be served upon
the patent owner in accordance with
§ 1.248. If the patent owner does not file
a statement under § 1.530, no reply or
other submission from the reexamina-
tion requester will be considered.

§ 1.540 Consideration of responses.
The failure to timely file or serve the

documents set forth in § 1.530 or in
§ 1.535 may result in their being refused
consideration. No submissions other
than the statement pursuant to § 1.530
and the reply by the requester pursu-
ant to § 1.535 will be considered prior to
examination.

§ 1.550 Conduct of reexamination pro-
ceedings.

(a) All reexamination proceedings,
including any appeals to the Board of
Patent Appeals and Interferences, will
be conducted with special dispatch
within the Office. After issuance of the
reexamination order and expiration of
the time for submitting any responses
thereto, the examination will be con-
ducted in accordance with §§ 1.104, 1.110
through 1.113 and 1.116, and will result
in the issuance of a reexamination cer-
tificate under § 1.570.

(b) The patent owner will be given at
least thirty days to respond to any Of-
fice action. Such response may include
further statements in response to any
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rejections or proposed amendments or
new claims to place the patent in a
condition where all claims, if amended
as proposed, would be patentable.

(c) The time for taking any action by
a patent owner in a reexamination pro-
ceeding will be extended only for suffi-
cient cause, and for a reasonable time
specified. Any request for such exten-
sion must be filed on or before the day
on which action by the patent owner is
due, but in no case will the mere filing
of the request effect any extension. See
§ 1.304(a) for extensions of time for fil-
ing a notice of appeal to the U.S. Court
of Appeals for the Federal Circuit or
for commencing a civil action.

(d) If the patent owner fails to file a
timely and appropriate response to any
Office action, the reexamination pro-
ceeding will be terminated and the
Commissioner will proceed to issue a
certificate under § 1.570 in accordance
with the last action of the Office.

(e) The reexamination requester will
be sent copies of Office actions issued
during the reexamination proceeding.
After filing of a request for reexamina-
tion by a third party requester, any
document filed by either the patent
owner or the third party requester
must be served on the other party in
the reexamination proceeding in the
manner provided by § 1.248. The docu-
ment must reflect service or the docu-
ment may be refused consideration by
the Office.

(1) The active participation of the re-
examination requester ends with the
reply pursuant to § 1.535, and no further
submissions on behalf of the reexam-
ination requester will be acknowledged
or considered. Further, no submissions
on behalf of any third parties will be
acknowledged or considered unless
such submissions are:

(i) In accordance with § 1.510; or
(ii) Entered in the patent file prior to

the date of the order to reexamine pur-
suant to § 1.525.

(2) Submissions by third parties, filed
after the date of the order to reexam-
ine pursuant to § 1.525, must meet the

requirements of and will be treated in
accordance with § 1.501(a).

(35 U.S.C. 6, Pub. L. 97–247)

[46 FR 29185, May 29, 1981, as amended at 49
FR 556, Jan. 4, 1984; 49 FR 48455, Dec. 12, 1984;
54 FR 29553, July 13, 1989; 62 FR 53201, Oct. 10,
1997]

§ 1.552 Scope of reexamination in reex-
amination proceedings.

(a) Patent claims will be reexamined
on the basis of patents or printed publi-
cations.

(b) Amended or new claims presented
during a reexamination proceeding
must not enlarge the scope of the
claims of the patent and will be exam-
ined on the basis of patents or printed
publications and also for compliance
with the requirements of 35 U.S.C. 112
and the new matter prohibition of 35
U.S.C. 132.

(c) Questions other than those indi-
cated in paragraphs (a) and (b) of this
section will not be resolved in a reex-
amination proceeding. If such ques-
tions are discovered during a reexam-
ination proceeding, the existence of
such questions will be noted by the ex-
aminer in an Office action, in which
case the patent owner may desire to
consider the advisability of filing a re-
issue application to have such ques-
tions considered and resolved.

§ 1.555 Information material to patent-
ability in reexamination pro-
ceedings.

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most
effective reexamination occurs when,
at the time a reexamination pro-
ceeding is being conducted, the Office
is aware of and evaluates the teachings
of all information material to patent-
ability in a reexamination proceeding.
Each individual associated with the
patent owner in a reexamination pro-
ceeding has a duty of candor and good
faith in dealing with the Office, which
includes a duty to disclose to the Office
all information known to that indi-
vidual to be material to patentability
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